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DETAILED ACTION 

1 . Claims 1 -25 are pending in this office action. 

Claim Objections 

2. Claim 4 is objected to because of the following informalities: 

• Claim 4 repeats the phrase ‘by concept node’. The Examiner believes 
this is simply a typographical error. Appropriate correction is required. 

Double Patenting 

1 . Claims 1 and 6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 2 of 
copending Application No. 11/151,781. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the only 
difference in the wording of the claims is the intended use of the invention. The 
claims of Application number 11/151,781 seem to be directed to any and all text 
documents whereas the claims of 10/788, 532 are directed specifically to 
documents consisting of patent claims. Since patent claims are simply text 
documents, the claims in the two applications are found to be obvious variations 
of one another. Appropriate action should be taken to resolve the matter. 
Appropriate courses of action include amendment of the claims and/or the filing 
of a terminal disclaimer. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

3. Claims 1-12 are rejected because the claimed invention is directed to non- 
statutory subject matter. 

With respect to claim 1, the claim is rejected because the claim fails to 
produce a useful, concrete, and tangible result. The claim language clearly sets 
forth an abstract idea that simply compares and processes data with no resultant 
step. The current guidelines followed by the U.S. Patent and Trademark Office 
maintain that a method claim representing an abstract idea can indeed be 
patentable when a practical application of the system yields a useful, concrete, 
and tangible result (State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02). 

Specifically the final limitation of “processing the determined correspondence of 
the portions of the at least one patent claim and the determined correspondence 
of the portions of the at least one instance” fails to show why this resultant step of 
processing is in fact useful, concrete, and tangible. In order to overcome this 
rejection, the claims must be amended in order to clearly set forth a useful, 
concrete, and tangible result of this processing step. 

Claims 1-12 are rejected because they either contain or inherit the 
deficiencies of claim 1 . 

4. Claims 3-4 is again rejected under 35 U.S.C. 101 because the claim is 
directed to non-statutory subject matter. 
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Claim 3 is rejected under 35 U.S.C. 101 because the claim clearly recites 
a computer program that is not embodied on a computer readable medium. A 
computer program that is not embodied on an acceptable computer readable 
medium is nothing more than an abstract idea. When the computer program 
product is recorded on an acceptable computer readable medium it becomes 
structurally and functionally interrelated to the medium and will be statutory in 
most cases since use of technology permits the function of the computer 
program product to be realized. Appropriate correction is required. 

Claim 4 is rejected because it inherits the deficiencies of claim 3. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1,11-12, and 18-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent Application Publication Number 2002/01 1 1941 issued 
to Claude Roux et al. (hereinafter “Roux”). 

Claim 1: 

Roux discloses a method of analysis regarding at least one patent claim, 
comprising: 

a) determining a correspondence of the portions of the at least one patent 
claim to concept nodes of an ontology (Roux: paragraph [0038], lines 7-10 and paragraph 
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[0039] and paragraph [0040], lines 8-1 1 and paragraph [0041] and paragraph [0052], lines 1-4 
and paragraph [0075]; It is important to note that a patent claim is simply text. So performing a 
scan and search on a text document is the same as performing a scan and search on a patent claim. 
Further note that the ‘semantic lattice’ is a conceptual graph of relationships between words that 
is built using a thesaurus or ontology .): 

b) determining a correspondence of the portions of at least one instance to 
the concept nodes Of the ontology (Roux: paragraph [0038], lines 7-10 and paragraph 
[0039] and paragraph [0040], lines 8-1 1 and paragraph [0041] and paragraph [0052], lines 1-4 
and paragraph [0075]; Again note that a one ‘instance’ or embodiment is simply text. The 
process for steps b) and a) are identical, so the same rejection applies.); and 

c) processing the determined correspondence of the portions of the at 
least one patent claim and the determined correspondence of the portions of the 
at least one instance (Roux: paragraph [0041] and paragraph [0042], lines 1-3 and paragraph 
[0043], lines 1-7). 

Claim 11: 

Roux discloses all the elements of claim 1 , as noted above, and Roux 
further discloses wherein: 

step c) includes comparing the determined correspondence of the portions 
of the at least one patent claim to the determined correspondence of the portions 
of at least one instance (Roux: paragraph [0041] and paragraph [0043], lines 1-7). 

Claim 12: 

Roux discloses all the elements of claim 1 1 , as noted above, and Roux 



further discloses wherein: 
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step c) includes processing the ontology to determine a relation between 
the scope of the concepts to which portions of the at least one patent claim 
correspond and the scope of the concepts to which respective portions of the at 
least one instance correspond (Roux: paragraph [0041] and paragraph [0042], lines 1-3 
and paragraph [0043], lines 1-7). 

Claim 18: 

Roux discloses all the elements of claim 1 , as noted above, and Roux 
further discloses wherein: 

the step of determining a correspondence of the portions of the at least 
one patent claim to the concept nodes of an ontology includes , for each of at 
least one of the portions, adding to the ontology a concept node to which that 
portion corresponds (Roux: paragraph [0040], lines 1 1-15 and paragraph [0060] and 
paragraph [0052]; These references clearly show the adding of a concept node to an ontology 
(semantic lattice).). 

Claim 19: 

Roux discloses all the elements of claim 1 , as noted above, wherein: 

the step of determining a correspondence of the portions of at least one 

instance to the concept nodes of the ontology includes, for each of the at least 

one of the portions, adding to the ontology a concept node to which that portion 

corresponds (Roux: paragraph [0040], lines 1 1-15 and paragraph [0060] and paragraph [0052]; 

* 

These references clearly show the adding of a concept node to an ontology (semantic lattice).). 
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Claim 20: 

The method of claim 1 , wherein: 

the step of determining a correspondence of the portions of the at least 

one patent claim to the concept nodes of an ontology includes, for each of the at 

least One Of the portions (Roux: paragraph [0038], lines 7-10 and paragraph [0039] and 

paragraph [0040], lines 8-1 1 and paragraph [0041] and paragraph [0052], lines 1-4 and paragraph 

[0075]; It is important to note that a patent claim is simply text. So performing a scan and search 

on a text document is the same as performing a scan and search on a patent claim. Further note 

that the ‘semantic lattice’ is a conceptual graph of relationships between words that is built using 
» 

a thesaurus or ontology .), adding to the ontology a concept node which that portions 
corresponds (Roux: paragraph [0040], lines 1 1-15 and paragraph [0060] and paragraph [0052]; 

These references clearly show the adding of a concept node to an ontology (semantic lattice).); 

and 

the step of determining a correspondence of the portions of at least one 
instance to the concept nodes of the ontology includes, for each of the at least 
one of the portions, adding to the ontology a concept node to which that portion 
corresponds (Roux: paragraph [0040], lines 11-15 and paragraph [0060] and paragraph [0052]; 

These references clearly show the adding of a concept node to an ontology (semantic lattice).). 

Claim 21: 

Roux discloses a system usable for patent analysis, comprising: 
an instance record database embodied in a tangible medium, the instance 
record database comprising a plurality of instance records (Roux: paragraph [0019], 
lines 5-1 1 and paragraph [0042], lines 8-11; The internal representation of a document is an 
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‘instance record’. The document could represent ideas relative to a particular company. The 
‘instance record’ could be generated for numerous types of text documents.), 
wherein 

each instance record is associated with a separate one of a plurality of 
instances (Roux: paragraph [0019], lines 5-11), 
and 

each instance record includes a plurality of portions entries, each portion 
entry configured to hold an indication of a concept node in an ontology (Roux: Fig. 
1, 103 and paragraph [0039] and paragraph [0052]; Note specifically that the semantic lattice is 
built using ontologies to link together concept nodes.). 

Claim 22: 

Roux discloses all the elements of claim 21, as noted above, and Roux 
further discloses a system comprising: 

ontology storage holding the ontology (Roux: Fig. 1, 103 and paragraph 
[0039] and paragraph [0052]; The semantic lattice is composed of ontologies.). 

Claim 23: 

Roux discloses all the elements of claim 21, as noted above, and Roux 
further discloses a system comprising: 

document storage, holding at least one document, wherein the at least 
one document embodies the plurality of instances (Roux: paragraph [0002]); 

wherein each instance record includes at least one link record configured 
to hold a link to the separate one of the plurality of instances embodied in the at 
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least one document (Roux: paragraph [0051] and paragraph [0052]; Note specifically that 
each concept is connected (linked to) other concepts through relation nodes.). 

Claim 24: 

Roux discloses all the elements of claim 23, as noted above, and Roux 
further discloses wherein: 

the at least one link included which each instance record is configured to 
hold includes a plurality of links, wherein each link is a link to a separate portion 
of the instance with which the instance record is associated (Roux: paragraph [0051] 
and paragraph [0052]; Note specifically that each concept is connected (linked to) other concepts 
through relation nodes. If there are a plurality of relations, there would be a plurality of links or 
connections.). 

Claim 25: 

Roux discloses all the elements of claim 23, as noted above, and Roux 
further discloses a system comprising: 

an instance record index comparing a plurality of entries (Roux: paragraph 
[0038]; The use of indexes for records in a database is well known in the art.), 
wherein, each entry of the instance record index 

corresponds to a separate concept node in the ontology, and is 
configured to hold an indication of the instance records holding an indication of 
the concept node to which that entry of the instance record corresponds (Roux: 



paragraph [0038], lines 7-10). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 2-5 and 13-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roux in further view of U.S. Patent Application Publication 
Number 2004/0181427 issued to Gregory A. Stobbs et al. (hereinafter “Stobbs”). 

Claim 2: 

Roux discloses all the elements of claim 1 , as noted above, but Roux does 
not explicitly disclose wherein: 

step a) includes completing a claim record for each of the at least one 
patent claim under study; 

step b) includes completing an instance record for each of the at least one 
instance under study; and 

step c) includes processing the completed claim records and the 
completed instance records. 

However, Stobbs discloses wherein: 

step a) includes completing a claim record for each of the at least one 
patent claim under study (Stobbs: paragraph [0049], lines 5-8; The claims Table clearly 
contains claim records. These records must have been completed when they were stored in the 



table.); 
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step b) includes completing an instance record for each of the at least one 
instance under study (Stobbs: paragraph [0049], lines 5-8; The claims Table also represents 
an instance record. While the two types of records have different names, paragraph [0083] of the 
Applicant’s Specification clearly shows that claim records and instance records can be 
interchangeable.); and 

step c) includes processing the completed claim records and the 
completed instance records (Stobbs: paragraph [0048], lines 6-9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Roux with the teachings of Stobbs 
noted above. The skilled artisan would have been motivated to improve the 
teachings of Roux per the above such that claim information could be stored and 
presented in a grouped, organized fashion allowing for the convenient and 
efficient analysis of patent claim information (Stobbs: paragraph [0006], line 13 - 
paragraph [0007], line 6). 

Claim 3: 

The combination of Roux and Stobbs discloses all the elements of claim 2, 
as noted above, and Stobbs further discloses wherein: 

the claim record and the instance record are embodied in a computer- 
readable medium (Stobbs: paragraph [0041], lines 1-10; This reference clearly shows that the 
program/programs which provide the functionality of the Stobbs invention is/are embodied on a 
computer readable medium. Since the claim or instance record (claim Table) can be accessed by 
the program of the Stobbs invention, the claim Table (claim record or instance record) must also 
be embodied on a computer readable medium.); and 
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step c) includes a computer executing a program to process the claim 
record and the instance record (Stobbs paragraph [0041], lines l-l 0). 

Claim 4: 

The combination of Roux and Stobbs discloses all the element of claim 3, 
as noted above, and Roux further discloses wherein: 

step c) further includes the computer executing a program to process an 
index to instance records, by concept node, based on at least one concept node 
indicated in at least one of the completed claim records (Roux: paragraph [0063], lines 
1-7; The Roux reference clearly discloses creating an index for records based on concept nodes. 
The invention set forth in claim 4 is clearly an obvious variation of the what Roux discloses in 
paragraph [0063].). 

Claim 5: 

The combination of Roux and Stobbs disclose all the elements of claim 2, 
as noted above, and Roux further disclose wherein: 

completing the claim record and completing the instance record includes 
indicating the concept node to which each portion of the corresponding claim and 
instance, respectively, corresponds (Roux: paragraph [0039] and paragraph [0052]; The 
generation of a semantic lattice (ontology connecting concept nodes) must involve some form of 
indication of corresponding conceptual nodes.), 

processing the completed claim records and the completed instance 
records includes determining a comparison of the concept nodes indicated by 
claim records to concept nodes indicated by instance records (Roux: paragraph 



[0043], lines 1-7). 




Application/Control Number: 10/788,532 
Art Unit: 2163 



Page 13 



Claim 13: 

Roux discloses all the elements of claim 1, as noted above, but Roux does 
not explicitly disclose wherein: 

a result of processing the determined correspondence of the portions of 
the at least one patent claim portions and the determined correspondence of the 
portions of the at least one instance includes a determination of whether the at 
least one instance infringes the at least one patent claim. 

However, Stobbs discloses wherein: 

a result of processing the determined correspondence of the portions of 
the at least one patent claim portions and the determined correspondence of the 
portions of the at least one instance includes a determination of whether the at 
least one instance infringes the at least one patent claim (Stobbs: paragraph [0107], 
lines 1-12 and paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 
9; Note specifically the ‘claim validity analysis module’ 190 and also ‘product coverage / 
infringement analysis’ 188.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Roux with the teachings of Stobbs 
noted above. The skilled artisan would have been motivated to improve the 
teachings of Roux with the teachings of Stobbs per the above such that it is 
possible to discover documents, products, or product descriptions that validate, 
invalidate, or infringe upon a patent claim (Stobbs: paragraph [0107], lines 1-12 and 
paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 9). 
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Claim 14: 

Roux discloses all the elements of claim 1, as noted above, but Roux does 
not explicitly discloses wherein: 

the at least one instance is prior art to the at least one patent claim (Stobbs: 
paragraph [0099] and paragraph [0114]); and 

a result of processing the determined correspondence of the portions of 
the at least one patent claim and the determined correspondence of the portions 
of the at least one instance includes a determination of whether the at least one 
instance renders the at least one patent claim invalid, if the at least one patent 
claim is in an issued patent, or unpatentable, if the at least one patent claim is 
not in an issued patent. 

However, Stobbs discloses wherein: 

the at least one instance is prior art to the at least one patent claim (Stobbs: 
Stobbs: paragraph [0107], lines 1-12 and paragraph [0108], lines 1-8 and paragraph [0109], lines 
1-10 and Abstract and Fig. 9; At the very least note where the abstract states ‘determine what 
products might be covered by the claims of the patents or whether materials on the Internet might 
render patent claims invalid’. If a product is found on the Internet that invalidates a patent, and 
that product satisfies the criteria set forth in 35 U.S.C. 102 or 35 U.S.C. 103, then the product is 
prior art.); 

a result of processing the determined correspondence of the portions of 
the at least one patent claim and the determined correspondence of the portions 
of the at least one instance includes a determination of whether the at least one 
instance renders the at least one patent claim invalid, if the at least one patent 
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claim is in an issued patent, or unpatentable, if the at least one patent claim is 
not in an issued patent (Stobbs: paragraph [0107], lines 1-12 and paragraph [0108], lines 1-8 
and paragraph [0109], lines 1-10 and Abstract and Fig. 9; Note specifically the ‘claim validity 
analysis module’ 190 and also ‘product coverage / infringement analysis’ 1 88.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Roux with the teachings of Stobbs 
noted above. The skilled artisan would have been motivated to improve the 
teachings of Roux with the teachings of Stobbs per the above such that it is 
possible to discover documents, products, or product descriptions that validate, 
invalidate, or infringe upon a patent claim (Stobbs: paragraph [0107], lines 1-12 and 
paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 9). 

7. Claims 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roux in view of Stobbs and further in view of U.S. Patent Number 6,71 1 ,585 
issued to Max Copperman et al. (hereinafter “Copperman”). 

Claim 6: 

The combination of Roux and Stobbs discloses all the elements of claim 5, 
as noted above, but the previously mentioned combination does not explicitly 
disclose wherein: 

determining a comparison includes determining whether there is one to 
one correspondence between concept nodes in claim records and concept nodes 
in instance records. 

However, Copperman discloses wherein determining a comparison 
includes determining whether there is a one to one correspondence between 
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concept nodes in claim records and concept nodes in instance records 

(Copperman: column 15, lines 8-1 1). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the previously mentioned combination with the 
teachings of Copperman noted above. The skilled artisan would have been 
motivated to improve the previously mentioned combination per the above such 
that the use of concept nodes in a document retrieval system provides for faster 
and more relevant responses than a content-based retrieval system (Copperman: 
column 2, lines 53-59). 

Claim 7: 

The combination of Roux, Stobbs, and Copperman discloses all the 
elements of claim 6, as noted above, and Roux further discloses wherein: 

the comparison means is among the concept nodes indicated by each of a 
plurality of ones of the instance records, respectively, and the concept nodes 
indicated by one claim record (Roux: paragraph [0041] and paragraph [0043], lines 1-7 and 
paragraph [0052]). 

Claim 8: 

The combination of Roux, Stobbs, and Copperman discloses all the 
elements of claim 7, as noted above, and Roux further discloses wherein: 
the comparison includes considering the scope of the concepts 
corresponding to the concept nodes indicated by each instance record, 
respectively, relative to the scope of the concepts corresponding to the concept 
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nodes indicated by the one claim record (Roux: paragraph [0041] and paragraph [0043], 
lines 1-7 and paragraph [0052]). 

Claim 9: 

The combination of Roux, Stobbs, and Copperman discloses all the 
elements of claim 6, as noted above, and Roux further discloses wherein: 
the comparison is among the concept nodes indicated by each of a 
plurality of ones of the claim records, respectively, and the concept nodes 
indicated by one instance record (Roux: paragraph [0041] and paragraph [0043], lines 1-7 
and paragraph [0052]). 

Claim 10: 

The combination of Roux, Stobbs, and Copperman discloses all the 
elements of claim 6, as noted above, and Roux further discloses wherein: 
the comparison is among the concept nodes indicated by each of a 
plurality of ones of the claim records, respectively, and the concept nodes 
indicted by one instance record (Roux: paragraph [0041] and paragraph [0043], lines 1-7 
and paragraph [0052]). 

8. Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roux in view of Stobbs and further in view of Non-Patent Literature Article 
titled “Generating Patent Claims From Interactive Input” issued to Svetlana 
Sheremetyeva et al. (hereinafter “Sheremetyeva”). 

Claim 15: 

The combination of Roux and Stobbs discloses all the element of claim 
14, as noted above, and Roux further discloses a method comprising: 
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determining a correspondence of the portions of an embodiment to the 
concept nodes Of the ontology (Roux: paragraph [0038], lines 7-10 and paragraph [0039] 
and paragraph [0040], lines 8-1 1 and paragraph [0041] and paragraph [0052], lines 1-4 and 
paragraph [0075]; It is important to note that a description of an embodiment of a invention is 
simply text. So performing a scan and search on a text document is the same as performing a 
scan and search on a description of an embodiment of an invention. Further note that the 
‘semantic lattice’ is a conceptual graph of relationships between words that is built using a 
thesaurus or ontology .). 

The previously mentioned combination does not explicitly disclose 
processing the determined correspondence of the embodiment portions and 
formulating the at least one patent claim based at least in part thereon. 

However, Shremetyeva discloses processing the determined 
correspondence of the embodiment portions and formulating the at least one 
patent claim based at least in part thereon (Shremetyeva: Abstract, lines 4-5 and page 2, 
left column, lines 34-37 and page 2, right column, lines 7-10, 14-17, 23-29 and page 3, Fig. 2, 10- 
14). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the previously mentioned combination with the 
teachings of Shremetyeva noted above. The skilled artisan would have been 
motivated to improve the previously mentioned combination per the above such 
that the system and method aid an inventor in composing patent claims (page 2, 



left column, lines 34-37). 
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Claim 16: 

The combination of Roux, Stobbs, and Shremetyeva discloses all the 
elements of claim 15, as noted above, and Shremetyeva further discloses: 

the formulated at least one patent claim is a first formulated at least one 
patent claim (Shremetyeva: Abstract, lines 4-5 and page 2, left column, lines 34-37 and page 2, 
right column, lines 7-10, 14-17, 23-29 and page 3, Fig. 2, 10-14; The reference clearly shows 
formulating a patent claim. Surely one of the formulated claims has to be a first claim.); and 

the method further comprises 

formulating a second at least one patent claim (Shremetyeva: Abstract, 
lines 4-5 and page 2, left column, lines 34-37 and page 2, right column, lines 7-10, 14-17, 23-29 
and page 3, Fig. 2, 10-14; If one can generate a first patent claim, one can generate a second 
patent claim.). 

Neither Roux nor Shremetyeva explicitly discloses wherein the analysis of 
the patent claim consists at least in part on the determination of whether the at 
least one prior art instance renders the first at least one patent claim 
unpatentable. 

However, Stobbs discloses wherein the patent claim analysis consists at 
least in part on the determination of whether the at least one prior art instance 
renders the first at least one patent claim unpatentable (Stobbs: Stobbs: paragraph 
[0107], lines 1-12 and paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract 
and Fig. 9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the previously mentioned combination with the 




Application/Control Number: 10/788,532 
Art Unit: 2163 



Page 20 



further teachings of Stobbs noted above. The skilled artisan would have been 
motivated to improve previously mentioned combination with the further 
teachings of Stobbs per the above such that it is possible to discover and 
consider documents, products, or product descriptions that validate, invalidate, or 
infringe upon a patent claim (Stobbs: paragraph [0107], lines 1-12 and paragraph [0108], 
lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 9). 

Claim 17: 

The combination of Roux and Stobbs discloses all the elements of claim 
14, as noted above, and Roux further discloses: 

determining a correspondence of the portions of an embodiment to the 
concepts nodes Of the ontology (Roux: paragraph [0038], lines 7-10 and paragraph [0039] 
and paragraph [0040], lines 8-1 1 and paragraph [0041] and paragraph [0052], lines 1-4 and 
paragraph [0075]; It is important to note that a description of an embodiment of a invention is 
simply text. So performing a scan and search on a text document is the same as performing a 
scan and search on a description of an embodiment of an invention. Further note that the 
‘semantic lattice’ is a conceptual graph of relationships between words that is built using a 
thesaurus or ontology .). 

Roux does not explicitly disclose wherein the correspondence of at least 
one prior art instance is considered in the analysis of a patent claim. However, 
Stobbs discloses wherein the correspondence of at least one prior art instance is 
considered in the analysis of a patent claim (Stobbs: Stobbs: paragraph [0107], lines l- 
12 and paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 9). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Roux with the teachings of Stobbs 
noted above. The skilled artisan would have been motivated to improve the 
teachings of Roux with the teachings of Stobbs per the above such that it is 
possible to discover and consider documents, products, or product descriptions 
that validate, invalidate, or infringe upon a patent claim (Stobbs: paragraph [0107], 
lines 1-12 and paragraph [0108], lines 1-8 and paragraph [0109], lines 1-10 and Abstract and Fig. 
9). 

Neither Roux nor Stobbs discloses processing the determined 
correspondence of the embodiment portions and formulating at least one patent 
claim based at least thereon. However, Shremetyeva discloses processing the 
determined correspondence of the embodiment portions and formulating at least 
one patent claim based at least thereon (Shremetyeva: Abstract, lines 4-5 and page 2, left 
column, lines 34-37 and page 2, right column, lines 7-10, 14-17, 23-29 and page 3, Fig. 2, 10-14). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the previously mentioned combination with the 
teachings of Shremetyeva noted above. The skilled artisan would have been 
motivated to improve the previously mentioned combination per the above such 
that the system and method aid an inventor in composing patent claims (page 2, 



left column, lines 34-37). 
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Contact Information 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Patrick A. Darno whose telephone number is 
(571) 272-0788. The examiner can normally be reached on Monday - Friday, 
9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner’s supervisor, Don Wong can be reached on (571) 272-1834. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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